Journal of Technology Law & Policy
Volume 16

Issue 1

Article 5

June 2011

The Implications of the Google Book Search Dispute for the
Private International Law of Intellectual Property
Adrienne Lester

Follow this and additional works at: https://scholarship.law.ufl.edu/jtlp

Recommended Citation
Lester, Adrienne (2011) "The Implications of the Google Book Search Dispute for the Private International
Law of Intellectual Property," Journal of Technology Law & Policy: Vol. 16: Iss. 1, Article 5.
Available at: https://scholarship.law.ufl.edu/jtlp/vol16/iss1/5

This Article is brought to you for free and open access by UF Law Scholarship Repository. It has been accepted for
inclusion in Journal of Technology Law & Policy by an authorized editor of UF Law Scholarship Repository. For
more information, please contact kaleita@law.ufl.edu.

THE IMPLICATIONS OF THE GOOGLE BOOK SEARCH
DISPUTE FOR THE PRIVATE INTERNATIONAL LAW OF
INTELLECTUAL PROPERTY
Adrienne Lester

1.

INTRODUCTION

........................................

II.

THE EXISTING INTERNATIONAL, LEGAL FRAMEWORK OF
PRIVATE INTERNATIONAL LAW FOR
INTELLECTUAL PROPERTY
.........................
......

A. American Law Institute,Intellectual Property.:
Principles GoverningJurisdiction,Choice ofLaw, and
Judgments in TransnationalDisputes..........
.....
B. InternationalAssociationfor the Protectionof
IntellectualProperty,Resolution: Jurisdictionand
Applicable Law in the Case of Cross-Border
Infringement of IntellectualPropertyRights......
.....
C. European Max Planck Group on Conflict ofLaws in
IntellectualProperty,Principlesfor Conflict ofLaws in
IntellectualProperty
......................
.....
D. Table: DetailedComparisonof Soft Law
Instruments in the PrivateInternationalLaw of
IntellectualProperty
......................
.....
E. CurrentPositive Law Trends Away from the Soft
Law Principles
..........................
.....
III.

122

124
125

1 27
1 28
1 31
1 31

THE GLOBAL DISPUTE INVOLVING GOOGLE BOOK SEARCH.......132

A. Google Book Search
......................
B. Class Action Suit in the United States..........
C. France
...............................
IV.

..... 1 32
..... 1 33
.....
1 36

THE IMPLICATIONS OF THE GOOGLE BOOK
SEARCH FOR THE PRIVATE INTERNATIONAL LAW OF
INTELLECTUAL PROPERTY
..........................

A.
B.
C.
D.

*

Results Under the A.L.I. Principles ............
.....
Results Under the A.IP.P.I. Resolution......... .....
Results Under the Max Planck Principles.......
.....
Implications
....................................

University of Pittsburgh School of Law Candidate for J.D. 2011.
121

37
138
1 39
139
140

V.

[Vol. 16

JOURNAL OF TECHNOLOGYLA W & POLICY

122

CONCLUSION.

..................................

.

........ 142

I. INTRODUCTION
Copyright is traditionally considered to be a territorially confined
body of law in which rights are defined and enforced by individual
nations.' A theoretical consequence is that copyrights of one nation can
only be enforced within that nation's borders, creating a tension
between efficient international protection of copyrights and respect for
territorial sovereignty. 2 However, with the growth of the cyberspace
environment and new technologies, borders have become porous and
permit unprecedented global trade in copyrighted materials, as well as
infringing behavior. 3 As a result of these developments, scholars of
private international law, practitioners, global businesses, and
governments have been forced to consider whether the traditional
principle of territoriality still serves the interests of creators of
copyrighted materials and the national policies cultivated by copyright
law. 4 In this context, innovative strategies continue to develop but have
not been explicitly adopted.
The creation of a private international law of intellectual property is
essential to a functioning global economy for information products. A
global marketplace with the free movement of goods, including
intellectual property, is the trend of trading regimes such as the World
Trade Organization and its Agreement on Trade Related Aspects of
Intellectual Property Rights. 6 Additionally, the demand for creative
products across borders has increased, creating one of the most dynamic
emerging sectors in world trade.7 In addition to this trend in global
1.

3 PAUL GOLDSTEIN, COPYRIGHT §§ 16.0-.2 (2d ed. & Supps. 2001, 2002).

2. Graeme W. Austin, IntellectualProperty Politics and the Private InternationalLaw
of Copyright Ownership, 30 BROOK. J. INT'L L. 899, 902-03 (2005) (discussing the rules of
copyright ownership and the advantages of using intellectual property to inform conflict of laws
issues. The author concludes the "single governing law" approach of U.S. courts better
accommodates efficiency and sovereignty concerns).
3. David R. Johnson & David Post, Law and Borders-The Rise ofLaw in Cyberspace,
48 STAN. L. REv. 1367, 1370 (1996).
4. See, e.g., Graeme W. Austin, Social Policy Choices and Choice ofLawfor Copyright
Infringement in Cyberspace, 79 OR. L. REV. 575, 575-78 (2000).
5. See, e.g., Jane C. Ginsburg, Copyright without Borders? Choice ofForum and Choice
of Law for Copyright Infringement in Cyberspace, 15 CARDOZO ARTS & ENT. L.J. 153, 155
(1997).
6. See Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15,
1994, Marrakesh Agreement Establishing the World Trade Organization, Annex IC, Legal
Instruments-Results of the Uruguay Round, 33 I.L.M. 1125 (1994) [hereinafter TRIPs
Agreement].
7. U.N. Conference on Trade and Development [UNCTAD], Creative Economy Report
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trade, digital media and the Internet have created more instances of
transnational cases requiring courts to interpret foreign law or
adjudicate actions conducted abroad.8 The practical implications of
multiple adjudications regarding the same dispute are self-evident:
uncertainty, inconsistency, delays and expense for businesses and other
private entities, while simultaneously straining judicial dockets. 9 Private
international law of intellectual property, even in its nascent form, aims
to ameliorate these negative effects without cutting and pasting the legal
norms of the developed world for economic advantage.
The global dispute regarding Google Book Search has exposed the
shortcomings of the current system of private international law of
intellectual property for copyrights. Google Inc. attempted to create the
world's largest online, searchable, and digitized library by scanning
millions of books without the permission of authors." This copying and
the subsequent online postings are global in scale and may be
considered copyright infrinement on a global level according to many
However, the adjudication of this
national copyright laws.
infringement by individual nations is varied and conflicting and bound
by national borders.' 3
2008: The Challenge ofAssessing the Creative Economy: Towards Informed Policy-Making,iv,
UNCTAD/DITC/2008/2 (Apr. 20, 2008), available at http://www.unctad.org/en/docs/ditc20082
ceren.pdf.
8. Cf Mark E. Harrington, On-line CopyrightInfringement Liabilityfor Internet Service
Providers:Context, Cases & Recently EnactedLegislation, 1999 B.C. INTELL. PROP. & TECH. F.

60499 (providing statistics on the growth of the Internet and arguing new legislation provides
benefits to Internet Service Providers as well as copyright holders).
9. See Rochelle C. Dreyfuss & Jane C. Ginsburg, Draft Convention on Jurisdictionand
Recognition of Judgments in Intellectual Property Matters, 77 CHI.-KENT L. REv. 1065, 107374 (2002) (arguing that a separate instrument for intellectual property disputes to supplement the
Hague Convention on Jurisdiction and Foreign Judgments in Civil and Commercial Matters is
desirable). The argument has become dated as a result of the stalemate regarding that
Convention. The authors went on to develop a set of principles with the American Law Institute.
10. See generally Lea Brilmayer & Charles Norchi, Federal Extraterritorialityand the
Fifth Amendment Due Process, 105 HARv. L. REv. 1217, 1260 (1992) (pointing out the potential
cultural resentment in nations that receive "imports" of U.S. legal norms).
11. See About Google Books: History of Google Books, http://books.google.com/google
books/history.html (last visited Feb. 20, 2011) [hereinafter About Google Books].
12. Andrew Richard Albanese, Europe Spotlights Google Books: European Commission
to Hold 'Fact-Finding'Hearing September 7, PUBLISHERS WKLY., Aug. 17, 2009, availableat
http://www.publishersweekly.com/pw/print/20090817/15369-europe-spotlights-google-books-ht
ml.
13. See Author's Guild v. Google Inc. (S.D.N.Y. 2005), availableat http://dockets.justia.
com/docket/court-nysdce/caseno-l:2005cv08136/caseid-273913 (containing court docket and
documents regarding the revised settlement of the Google Book Search in U.S. Federal Court)
(last visited Jan. 26, 2011); see also Gilles Cuniberti, Google Loses in French Copyright Case,
CONFLICT OF LAWS.NET, Dec. 18, 2009, http://conflictoflaws.net/2009/google-loses-in-french-

copyright-case/ (describing the result of litigation in French courts regarding Google Book
Search).
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This Article argues that, as a result of antithetical judgments and
settlements, the Google Book Search dispute threatens to further
entrench the principle of territoriality in the treatment of intellectual
property in transnational disputes, forestalling the development of a
cohesive body of law. However, the best way forward in this legal
environment is the increased use of collaboration mechanisms, such as
cooperation and consolidation of cases by courts. Part II explains the
existing legal framework through a detailed comparison of the current
"soft law" instruments for the private international law for intellectual
property. This part also contains a table for a useful comparison of the
soft law instruments. Part III explains the global dispute surrounding
Google Book Search, including the pending settlement in U.S. Federal
Courts and the judgment against Google Inc. in France. Part IV analyzes
the implications of the Google Book Search dispute by applying the soft
law instruments to the dispute to ascertain which instrument would be
the best tool for settling this dispute. Part V concludes that under the
current legal framework, utilization of collaboration mechanisms by
courts is the best method for the resolution of transnational intellectual
property disputes and looks ahead to recently filed cases that may
provide more insight into the trend developed here.

II. THE EXISTING

INTERNATIONAL, LEGAL FRAMEWORK OF PRIVATE
INTERNATIONAL LAW FOR INTELLECTUAL PROPERTY

Although intellectual property has previously been the subject of
multinational agreements, currently there are no treaties dedicated to the
private international law of intellectual property.14 Some instruments of
public international intellectual property law have provisions related to
private international law, but the references are scattered and do not
provide any semblance of a comprehensive scheme.' 5 To fill this void,
14. See Berne Convention for the Protection of Literary and Artistic Works, Sept. 9,
1886, S. Treaty Doc. No. 99-27 (1986), 1161 U.N.T.S. 3 (as last amended, July 24, 1971); Paris
Convention for the Protection of Industrial Property, Mar. 20, 1883, 21 U.S.T. 1583, 828
U.N.T.S. 305 (as last revised at Stockholm, July 14, 1967); TRIPs Agreement, supra note 6; see
also Madrid Agreement Concerning the International Registration of Marks, Apr. 14, 1891, 828
U.N.T.S. 389 (as revised at Stockholm, July 14, 1967); Madrid Agreement for the Repression of
False or Deceptive Indications of Source on Goods, Apr. 14, 1891, 828 U.N.T.S. 163; Lisbon
Agreement for the Protection of Appellations of Origin and their International Registration, Oct.
31, 1958, 923 U.N.T.S. 205.
15. Graeme B. Dinwoodie, Developing a Private International Intellectual Property
Law: The Demise of Territoriality?, 51 WM. & MARY L. REV. 711, 716 (2009) (noting the
current evolution of private international law of intellectual property). Suggestions for
reconfiguration include a restrained concept of territoriality and reform of the limits currently
placed on consolidated adjudications by domestic and international laws. Id. at 719-25.
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three competing think tanks have developed principles of private
international law of intellectual property. These organizations are the
American Law Institute (A.L.I.), 1 6 Association Internationale pour la
Protection de la Propri6t6 Intellectuelle (A.I.P.P.I.), and the European
Max Planck Group for Conflict of Laws in Intellectual Property.' 8
These principles address the classic trilogy of private international law:
jurisdiction, applicable law, and the recognition and enforcement of
judgments. While not binding on any nation, these principles function
as soft law, guiding legislators and courts in transnational intellectual
property disputes. The existence of three concurrent instruments
suggests that there is great interest in, and need for, a cohesive body of
private international law of intellectual property. Because the scope of
this Article is limited to copyright infringement via the Internet, only
provisions relevant to that topic will be discussed. In this section, each
organization's work will be summarized and a detailed comparison will
immediately follow. In subsequent sections, the relevant provisions will
be applied to the Google Book Search dispute as an academic test of the
effectiveness of the existing soft law provisions.
A. American Law Institute, Intellectual Property:PrinciplesGoverning
Jurisdiction,Choice ofLaw, andJudgments in TransnationalDisputes
The A.L.I. Principles were developed in the United States with the
overall goal of creating a system in which cooperation among
transnational cases involving intellectual property was the norm rather
than the exception.' 9 The A.L.I. Principles rely on the voluntary
collaboration of courts across international borders to determine
jurisdiction, in spite of major differences between common and civil
law societies. In order to address these differences, the A.L.I. method to
determine jurisdiction is a hybrid of lis pendens and forum non-

16.

ALI PRINCIPLES OF INTELLECTUAL PROPERTY: PRINCIPLES GOVERNING JURISDICTION,

CHOICE OF LAW, AND JUDGMENTS IN TRANSNATIONAL DISPUTES (2008) [hereinafter A.L.I.

Principles].
17. JURISDICTION AND APPLICABLE LAW IN THE CASE OF CROSS-BORDER INFRINGEMENT
(INFRINGING ACTS) OF INTELLECTUAL PROPERTY RIGHTS: Q174 RESOLuTION 827, (A.I.P.P.I.

available at https://www.aippi.org/download/commitees/174/RS174English.pdf
2003),
[hereinafter A.I.P.P.I. Resolution].
18.

PRINCIPLES FOR CONFLICT OF LAWS IN INTELLECTUAL PROPERTY (European Max

Planck Group on Conflict of Laws in Intellectual Prop. Second Preliminary Draft June 6, 2009),
available at http://www.ip.mpg.de/shared/data/pdf/draft-clip-principles 06-06-2009 version_2.
pdf [hereinafter Max Planck Principles]. This endeavor is a joint project between the Max
Planck Institute for Comparative and International Private Law and the Max Planck Institute for
Intellectual Property, Competition, and Tax Law.
19. A.L.I. Principles, supra note 16, § 103 cmt. b.
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conveniens.20 This hybrid results in the forum of the suit being limited
to the defendant's residence or the State where defendant has
"substantially acted, or taken preparatory acts." 2 1
Once jurisdiction is determined, a court may consider coordination
on its own motion or on a motion by a party. Once coordination is
raised, the court first seized has the administrative responsibility of
coordinating or consolidating subsequent litigation around the world.2 3
One important initial responsibility of the court is to invite parties to
identify other related pending actions.24 Also, the court first seized
determines what cooperative resolution is appropriate, such as
25
cooperation or consolidation, informs all courts involved, and orders
parties to draw up a plan for the just and expeditious resolution of the
case.26 Once the plan is developed, the first court seized must decide
which court is the appropriate court to hear the case. 27 Other courts must
stay proceedings until the chosen forum adjudicates the claim. 28 Once
the court chosen by the court first seized resolves the case, any other
court would then dismiss actions before them. 29
In order to discover the applicable law, the A.L.I. Principles
distinguish between registered rights, such as trademarks and patents,
and unregistered rights such as copyrights.3 0 Because the scope of this
Article is limited to copyrights, only the provisions for copyrights as
unregistered rights will be discussed here. The A.L.I. Principles endorse
the territorial approach for most cases. 3 1 Thus, the applicable
substantive law is the law of the State for which protection is sought
(lex loci protectionis).3 2 The A.L.I. Principles also provide for the
implementation of the mandatory rules of the forum. 33 However, there
20. Id. pt. II Introductory Note (explaining that "the court first seized has the primacy
accorded by the lis pendens doctrine (§ 221)," to coordinate the proceedings. However, the court
first seized then decides which court is appropriate to hear the consolidated case, which is
similar to forum non-conveniens).
21. Id. §§ 201, 204.
22. Id.§ 221(1).
23. Id. § 221.
24. Id. § 222(2).
25. Id. §§ 221(2), 222(1).
26. Id. § 222(3).
27. Id. § 222(4).
28. Id. § 223(1).
29. Id. pt. 11 Introductory Note (explaining either dismissal of the proceedings; or, if the
case is not prosecuted in a reasonable amount of time, that the stay may be lifted and the suit
would proceed).
30. Id. §§ 101(4), 102(1), 301(1).
31. See id. § 301.
32. Id. § 301(l)(b).
33. Id. § 323. See generally Franco Mosconi, Exceptions to the Operation of Choice of
Law Rules, in 217 RECUEIL DES COURS 9, 19-22 (1989) (discussing the general theory of
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are certain departures from the principle of territoriality. The first
departure is when parties have chosen the law applicable to their
dispute. 34 In this situation, the A.L.I. Principles recognize the important
private international law concept of party autonomy. The second
departure is when infringement is ubiquitous. In this situation, the court
may apply the law of the state which is most closely connected to the
dispute.
Finally, under the A.L.I. Principles, foreign judgments are to be
recognized or enforced if the court rendering judgment used the
Principles.3 6 Otherwise, domestic law regarding recognition and
enforcement should be applied.3 7 These Principles also provide for the
non-recognition of judgments if the original action was unfair, the result
of fraud, etc.3 8 There are no explicit provisions for judicially supervised
settlements. The provisions for the recognition and enforcement of
judgments are relatively limited in comparison to the A.L.I. Principles'
treatment of other aspects of private international law. This may reflect
the opinion that recognition and enforcement issues would be
diminished if courts adhere to the provisions for coordination,
jurisdiction, and applicable law.
B. InternationalAssociationfor the Protection ofIntellectualProperty,
Resolution: JurisdictionandApplicable Law in the Case of CrossBorder Infringement of IntellectualPropertyRights
The A.I.P.P.I. Resolution is a short, declaratory statement of
principles for use in transnational disputes involving intellectual
property. The A.I.P.P.I. Resolution is generally consistent with A.L.I.
Principles and thus will not be discussed extensively. 39 However, it is
worth noting the existence of a set of European principles, and how they
compare to their U.S. counterpart. The major differences in the
A.I.P.P.I. Resolution involve jurisdiction.4 0 When determining the
appropriate court, the main factor is the "country where the
infringements or the acts leading to infringement [] take place." 4 1 The
A.L.I. Principles reject this approach, especially for cases involving
infringement via the Internet, in order to avoid defendants situating
mandatory rules of the forum and the discretion granted to judges to adjust the application of
rules when the particularities of cases require).
34. A.L.I. Principles, supra note 16, § 302.
35. Id. § 321.
36. Id. § 401(1)(a)-(b).
37. Id.
38. Id. § 403(1).
39. A.I.P.P.I. Resolution, supra note 17.
40. Id.
41. Id. Recital b.; A.L.I. Principles, supra note 16, § 222, Reporters' Notes, at 3.
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servers or uploading material in places that have lax intellectual
42
property laws. Additionally, the A.I.P.P.I. Resolution explicitly grants
courts the ability to make rulings over infringing acts in other countries,
so long as there is a link to a sufficient objective connection with the
territory in which the court sits. 4 3 "The principle circumstance . . . in
which such objective connection exists is where the defendant is
domiciled in the territory of the court.""
The provisions for determining applicable law in the A.I.P.P.I.
Resolution do not distinguish between registered and unregistered
rights. The applicable substantive law is simply lex loci protectionis, 45
and the applicable procedural law is the law of the court seized (lex
fori). 4 6 The Resolution provides no guidance on how to distinguish
substantive and procedural law, nor is there a discussion as to how to
determine the applicable law if there are multiple places for which
protection is sought. These limitations may be the result of the small
size and limited scope of the Resolution.
Finally, "any enforcement of a judgment in another country [under
the A.I.P.P.I. Resolution] shall be subject to the law of that country ...
and may require approval by the courts of that country."47 "The mere
fact that it is a foreign court that has ruled on an infringement should
not be a ground for refusing enforcement."4 8 A major limitation of the
Resolution is the lack of provisions for non-recognition or nonenforcement of a judgment. For instance, there is no consideration of
the possible scenarios where the judgment violates public policy of the
State in which recognition is being sought, where the judgment was
unfair, or where the judgment was the result of fraud. Again, these
limitations may be the result of the size and scope of the Resolution.
C. EuropeanMax Planck Group on Conflict ofLaws in Intellectual
Property,Principlesfor Conflict ofLaws in Intellectual Property
The Max Planck Principles have extensive provisions for each aspect
of private international law. First, it is important to note that the Max
Planck Principles do not distinguish between registered and
unregistered rights as the A.L.I. Principles do. With regard to
42. A.L.I. Principles, supra note 16, § 222; see also id. Reporters' Notes, at 3 (discussing
the different approaches of the A.I.P.P.I. Resolution and A.L.I. Principles and stating that the
A.L.I. Principles focus on the "capacity of the courts, their authority ... and their relationship to
the dispute and to the law that will be applied").
43. A.I.P.P.I. Resolution, supra note 17, art. 1, §§ 1, 3, 4.
44. Id. art. 1, § 4.
45. Id. art. 2, § 2.
46. Id. art. 2, § 3.
47. Id. art. 3, § 2.
48. Id. art. 3, § 3.

2011]

THE IMPLICATIONS OF THE GOOGLE BOOK SEARCH DISPUTE

129

jurisdiction, infringement disputes may be brought either "in the courts
of the State where the alleged infringement occurs or may occur." 49 The
extent of the court's jurisdiction is limited to claims that
"occur or maY
occur within the territory of the State in which the court is situated."
However, when the infringement is carried out via the Internet, courts in
the State of infringement shall also have jurisdiction over infringements
in other territories if the following requirements are met.51 The
infringement must have
no substantial effect in the State, or any of the States, where the
infringer is habitually resident [] and (a) there are substantial
activities in furtherance of the infringement in its entirety have
been carried out within the territory . . . [where] the court is
situated or (b) the harm caused by the infringement in the State
where the court is situated is substantial in relation to the
infringement in its entirety.
The Max Planck Principles allow for judicial cooperation across
multiple states if the proceedings are related or congruent.53 Congruent
proceedings will not be discussed as they involve identical causes of
action and identical parties in different countries.5 4 While this scenario
may occur in transnational copyright disputes, the vast majority of suits
will have one party in common and similar causes of action but will
vary as copyright laws vary across national jurisdictions. The Max
Planck Principles define related proceedings as those that are so related
"that it is expedient to hear and determine them together to avoid the
risk of inconsistent holdings or judgments." 55 Any court other than the
first seized may stay its proceedings based on three factors.5 6 First, the
court may consider "which court seized is best placed to adjudicate the
fullest scope of the related proceedings under the [] Principles."57
Second, the court may determine "which state has the closest
connection to the dispute."58 Finally, the court may analyze "the
procedural efficiency of centralized adjudication versus procedural
efficiency of cooperation in multistate proceedings.
When
49. Max Planck Principles, supra note 18, art. 2:202(1).
50. Id. art. 2:203(1).
51. Id. art. 2:203(2).
52. Id.
53. Id. arts. 2:701, 2:702.
54. Id. art. 2:701.
55. See id. art. 2:702(3).
56. Id. art. 2:702(1)-(2).
57. Id. art. 2:702(2)(a).
58. Id. art. 2:702(2)(b).
59. Id. art. 2:702(2)(c).

130

JOURNAL OF TECHNOLOGY LAW & POLICY

[Vol. I6

performing these functions, the Principles allow for cooperation in
multistate proceedings where the court first seized considers evidence in
other proceedings or other findings of another court related to the
pending proceedings. 60
The approach to determining applicable law under the Max Planck
Principles emphasizes two scenarios: a basic principle and a principle
for ubiquitous infringement. 6 ' First, the basic principle states that the
law applicable to the infringement is lex loci protectionis. 62 Second, in
cases of ubiquitous infringement such as disputes involving the Internet,
"the court may apply the law or laws of the State or the States having
the closest connection with the infringement, if the infringement"
occurs in multiple states. 63 "The court shall apply the different national
laws unless this leads to inconsistent judgments, in which case the
differences shall be taken into account in fashioning the remedy." 64
The Max Planck Principles for the recognition and enforcement of
judgments outline one default provision and three grounds for deviation
from this provision. In general, judgments "by a foreign court shall be
recognized and enforced in accordance with . . . the Principles" and

shall be subject to the law of the State where the decision originated.6 5
The three grounds for deviation from this default provision are if the
court delivering the judgment does not have jurisdiction under the
Principles, 66 the judgent is in conflict with the public policy of the law
of the forum state, or the damages awarded "do not compensate a
party for actual loss or harm suffered or exceed the amount . . . the

courts of the State where enforcement is sought" could award.6 8
Provisions of the Max Planck Principles not found in other
instruments involve severability and settlements. Under the Max Planck
Principles, if there are severable elements of a judgment, "one or more
[elements] may be separately recognized or enforced." 69 In addition, the
Max Planck Principles contain specific provisions for settlements,
which make these Principles the most comprehensive. "A settlement to
which a court has given its authority shall be recognized and declared
enforceable . . . under the same conditions as judgments."7 0 This
provision is of particular importance for the Google Book Search
60.
61.
62.
63.
64.
65.
66.
67.
68.
69.
70.

Id. art. 2:204(1)(a),(c).
Id. arts. 3:601, 3:603.
Id. art. 3:601(1).
Id. art. 3:603(1).
Id art. 3:603(3).
Id. art. 4:102(1)-(2).
Id. art. 4:201(1).
Id. art. 4:401(1).
Id. art. 4:402(1).
Id. art. 4:102(6).
Id art. 4:801.
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dispute, as litigation in the United States will likely result in a judicially
supervised class action settlement.
Thus, the Max Planck Principles promote limited changes to the
current status quo and maintain traditional principles of territoriality and
lex protectionis, save two exceptions. 71 The first is the party autonomy
exception.7 2 When an agreement between the parties that is valid and
acceptable under public policy contains a choice of law clause that
defines a law different than that required by lex protectionis, the law
chosen by the parties should be applied.7 3 The second exception is the
legal efficiency exception where the strict application of the Principles
would lead to a denial of justice.7 4
D. Table: DetailedComparison of Soft Law Instruments in the Private
InternationalLaw ofIntellectualProperty
The table below provides a detailed comparison of the instruments
with regard to jurisdiction, collaboration mechanisms, applicable law,
and recognition and enforcement of judgments. As the table
demonstrates, the Max Planck Principles are the most comprehensive,
especially with regard to collaboration mechanisms. Because these
instruments have the status of soft law, they are not binding on any
nation, and theoretically, could even conflict with the domestic laws of
a nation. Before any of the instruments becomes law, individual nations
would have to analyze the provisions, decide which provisions were the
most effective and would lead to consistent outcomes over time, and
determine if they were compatible with domestic laws and policies.
Thus, until binding laws are agreed upon and passed, collaboration
mechanisms are the most promising for the development of a cohesive
body of private international law of intellectual property. Coordination
or consolidation of transnational intellectual property proceedings will
bring courts and parties together. The benefits of these collaborative
mechanisms may include consistent judgments across national borders
and will promote the development of effective provisions for settling
such disputes.
E. CurrentPositive Law Trends Away from the Soft Law Principles
There are two major instruments that are inconsistent with the soft
law principles: The Hague Convention on Choice of Court

71.
72.
73.
74.

Id. art. 3:102.
Id. art. 3:103.
Id. arts. 3:501, 3:503.
Id. art. 4:501(1).
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Agreements 75 and the European Council Regulation on the Law
Applicable to Non-Contractual Obligations. 76 The Hague Convention
does not apply to disputes that involve the validity or infringement of
registered intellectual property rights. While it may be important for
the State granting an intellectual property right to determine its validity,
this provision effectively overrides party autonomy. In the European
Union, the Rome II Regulation defines the applicable law for
intellectual property disputes as the law of the country for which
protection is claimed.7 That standard cannot be changed by an
agreement.7 9 Thus, parties are not permitted to choose the court or law
applicable to infringement actions involving non-contractual
obligations.
III. THE GLOBAL DISPUTE INVOLVING GOOGLE BOOK SEARCH

A. Google Book Search
In accordance with their goal of organizing the world's information
and making it accessible to the public, Google Inc. has begun a bookscannin initiative to make the entire text of every book searchable
online. Google Inc.'s intent was to scan every book in the world. The
company has already scanned over fifteen million books, some in the
public domain and others still subject to copyright protection." For
75. Hague Convention on Choice of Court Agreements, U.S.- E.U.- Mex., concluded
June 30, 2005, 44 I.L.M. 1294, available at http://www.hcch.net/upload/conventions/txt37en.
pdf [hereinafter Hague Convention].
76. Council Regulation 864/2007, On the Law Applicable to Non-Contractual
Obligations (Rome II), 2007 O.J. (L 199) 40, 48 (EC) [hereinafter Rome II].
77. Hague Convention, supra note 75, art. 2(2)-(3). While the validity of registered rights
is generally not covered by the Convention, it is worth noting that there are some situations
where intellectual property questions are within the scope of the Convention. Id. art 2(2)(n), (o).
For instance, the Convention specifically contemplates suits for breach of a contract involving
intellectual property. Id. In these suits, the validity or licensing of intellectual property may be
considered within the scope of the Convention. Id. Additionally, if intellectual property rights
arise as a preliminary question rather than the object of the proceedings, they are also considered
within the scope of the Convention. Id. art. 2(3).
78. Rome II, supra note 76, art. 8(1).
79. Id. art. 8(3). However, "[i]n the case of a non-contractual obligation arising from an
infringement of a unitary Community intellectual property right, the applicable law shall, for
any question that is not governed by the relevant Community instrument, be the law of the
country in which the act of infringement was committed." Id. art. 8(2).
80. About Google Books, supra note 11.
81. Perspectives: What's the Issue?, http://books.google.com/googlebooks/issue.html
(last visited Apr. 24, 2010) [hereinafter Perspectives]; James Crawford, Inside Google Books:
On the Future of Books, http://booksearch.blogspot.com/2010/10/on-future-of-books.html (last
visited Mar. 9, 2011).
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those books still subject to copyright protection, only "a card catalogstyle entry providing basic information about the book and no more than
two or three sentences of text" is available online for free. 82 The Google
Book Search interface is available in 35 languages, with 10,000
publishers and authors, in over 100 countries, participating in the
project.83 Google Inc. has spent $100 million on book scanning alone
with legal fees costing hundreds of millions more.84 Due to its global
scale, the book-scanning prol ect is controversial and has generated a fair
amount of public debate. There are also a number of disputes
involving Google Book Search before national courts. 86 The cases
discussed here are those that have progressed the furthest through the
legal systems of the United States and France.
B. Class Action Suit in the United States
On September 20, 2005, the Author's Guild filed a class action suit
against Google Inc., alleging copyright infringement.87 A second suit
was filed on October 19, 2005, by five major publisher-members of the
82. Perspectives, supra note 81.
83. About Google Books, supra note 11.
84. See David Chen, Google's Book Search LibraryProject Faces Copyright Challenges,
ILL. Bus. L.J., Nov. 21, 2007, http://www.law.illinois.edu/bljournal/post/2007/11/21/GooglesBook-Search-Library-Project-Faces-Copyright-Challenges.aspx.
85. See Robert Darnton, Google & the FutureofBooks, N.Y. REv. BOOKS, Feb. 12, 2009,
http://www.nybooks.com/articles/archives/2009/feb/12/google-the-future-of-books/?pagination=
false (Damton argues the social benefit of the Google Book Search would be the creation of the
Digital Republic of Learning, fulfilling the Enlightenment's utopian dream of a Republic of
Letters); see also Ann Kjellberg et al., Google & Books: An Exchange, N.Y. REv. BOOKS, Mar.
25, 2009, http://www.nybooks.com/articles/archives/2009/mar/26/google-books-an-exchange/
(responding to the social benefit argument made by Darnton and arguing for authors' rights on
behalf of Literary Executors for famous authors such as W.H. Auden). See generally Paul N.
Courant et al., Google & the Future of Books: An Exchange, N.Y. REV. BOOKS, Jan. 14, 2010,
http://www.nybooks.com/articles/archives/2010/jan/14/google-the-future-of-books-an-exchan
ge/ (discussing the efforts of libraries in the creation of Google Book Search as a truly public
library).
86. See, e.g., Class Action Complaint, Author's Guild v. Google Inc., No. 05 CV 8136
(S.D.N.Y. Sept. 20, 2005), available at http://docs.justia.com/cases/federal/district-courts/newyork/nysdce/1:2005cv08136/273913/1/; Complaint, McGraw-Hill Companies v. Google Inc.,
No. 05 CV 8881 (S.D.N.Y. Oct. 19, 2005), available at http://docs.justia.com/cases/federaV
district-courts/new-york/nysdce/1:2005cv0 8 881/275068/l/ (other plaintiffs in this suit include:
Pearson Education, Inc.; Penguin Group (USA), Inc.; Simon & Schuster, Inc.; and John Wiley
& Sons, Inc.); Editions du Seuil v. Google Inc., Tribunal de grande instance [T.G.I.] [ordinary
court of original jurisdiction] Paris, Dec. 18, 2009, RG No. 09/00540 (Fr.), available at
www.stm-assoc.org/2010_01_04_Editions-duSeuil-et-al v GoogleParisCourt-of First-in
stancel8 _Dec 09EN1.doc [hereinafter Paris Judgment].
87. Class Action Complaint, Author's Guild v. Google Inc., No. 05 CV 8136 (S.D.N.Y.
Sept. 20, 2005), available at http://docs.justia.com/cases/federal/district-courts/new-york/ny
sdce/1:2005cv08136/273913/l/.
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Association of American Publishers: The McGraw-Hill Companies,
Inc., Pearson Education, Inc. and Penguin Group (USA), Inc., John
Wiley & Sons, Inc., and Simon & Schuster, Inc. (part of CBS
88
Corporation). Settlement negotiations regarding these class action
suits are ongoing in the U.S. District Court for the Southern District of
New York (S.D.N.Y.). 89 Negotiations regarding an Amended
Settlement are currently under way because class action suits are
judicially supervised in the United States. 90 Two major provisions of the
Amended Settlement Agreement for how books will be displayed are
the Partner Program and the Library Project. 9 1 Additionally, authors
must opt-out of the Settlement. 92 Thus, Google Inc. would get
permission to use many commercially unavailable works, by default. 9 3
This is problematic to many authors and legal scholars in the United
States because it effectively gives Google Inc. unprecedented access to
copyrighted material and, thus, a de facto monopoly over the market for
digital books. 94 Google Inc. emphasizes the service Google Book
Search provides to the public, in particular, the Books Rights Registry,
which attempts to locate missing owners of copyrighted materials,
thereby addressing the so-called orphan works problem.
The settlement proceedings have been controversial and have drawn
88. Complaint, McGraw-Hill Companies v. Google Inc., No. 05 CV 8881 (S.D.N.Y. Oct.
19, 2005), available at http://docs.justia.com/cases/federal/district-courts/new-york/nysdce/1:
2005cv08881/275068/1/; see also Second Amended Complaint, Author's Guild v. Google Inc.,
Oct. 31, 2008), available at http://docs.justia.com/
No. 05 CV 8136 (S.D.N.Y.
cases/federal/district-courts/new-york/nysdce/1:2005cv08136/273913/59/.
89. See, e.g., Amended Settlement Agreement, Author's Guild v. Google Inc., No. 05 CV
8136 (S.D.N.Y. Nov. 13, 2009), availableat http://docs.justia.com/cases/federal/district-courts/
new-york/nysdce/1:2005cv08136/273913/770/1.html [hereinafter the Amended Settlement
Agreement]; see also Jonathan Band, The Long and Winding Road to the Google Books
Settlement, 9 J. MARSHALL REV. INTELL. PROP. L. 227, 328-29 (2010) (stating that court would

hold a fairness hearing on the Amended Settlement Agreement on Feb. 18, 2010, subject to
appeals).
90. FED. R. Civ. P. 23(e).
91. See Band, supra note 89, at 318-29 (summarizing the Amended Settlement
Agreement provisions).
92. Amended Settlement Agreement, supranote 89, art. 3.2(e).
93. Id. art. 3.3.
94. See, e.g., Band, supra note 89 (summarizing the Original Settlement Agreement,
criticisms of the Original Settlement Agreement, and the Amended Settlement Agreement). But
see, e.g., Jerry A. Hausman & J. Gregory Sidak, Google and the Proper Antitrust Scrutiny of
Orphan Books, 5 J. COMPETITION L. & ECON. 411 (2009) (discussing the implications of Google
Book Search on consumer welfare and access to orphan books; and arguing that antitrust
intervention is not economically justified).
95. See Amended Settlement Agreement, supra note 89, art. 6.1(c); Christian L. Castle &
Amy E. Mitchell, Unhand that Orphan: Evolving Orphan Works Solutions Require New
Analysis, 27 ENT. & SPORTS LAW. 1, 5 (2009) (discussing the U.S. domestic approach to the
orphan works problem).
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criticism from authors, publishers, the U.S. Department of State, and
other major players in the global information economy. Authors and
publishers around the world have argued the Original Settlement
Agreement, if approved by the District Court, would give Google ex
post facto permission to violate copyrght law by approving
unauthorized copying and distribution. 9 Additionally, Judge Danny
Chen of the U.S. District Court for the Southern District of New York
postponed ruling on the Amended Settlement Agreement due to U.S.
Department of Justice concerns over whether the Agreement adequately
protects the privacy interests of readers. 9 7
The Amended Settlement Agreement provides only a limited
analysis of private international law of intellectual property despite the
global debate surrounding Google Book Search. Instead, the Amended
Settlement Agreement focused on domestic U.S. copyright law
interests. With regard to the first principle of private international law
jurisdiction, the U.S. District Court for the Southern District of New
York would retain jurisdiction over the interpretation of the Amended
Settlement Agreement and its implementation, except as provided for in
the dispute resolution principles. The Amended Settlement Agreement
explicitly states that its use is specifically precluded outside the United
States. 99 At no point in the proceedings has the District Court
considered collaboration with other courts and this increases the
likelihood of inconsistent judgments against Google Inc.
The second principle of private international law, applicable law,
was given cursory treatment by the District Court. The Amended
Settlement Agreement states that the laws of the State of New York
would govern the Amended Settlement Agreement without reference to
conflict of laws principles. 00 Thus, the District Court applied the law of
the forum with little consideration of other possibilities. This decision
further entrenches the principle of territoriality of intellectual property
disputes in the United States.
The final principle of private international law, the recognition and
enforcement of judgments, faired no better than the other principles.
The enforcement of the Amended Settlement Agreement including any
96. Cf Band, supra note 89, at 251 (explaining the usual process for obtaining author
permission to digitize books and explaining how Google Book Search would have looked had
this process been followed).
97. See Matt Glenn, Federal Judge Hears Arguments on Google Books Settlement,
Delays Ruling, JURIST LEGAL NEWS & RES., Feb. 20, 2010, availableat http://jurist.law.pitt.edul
paperchase/2010/02/federal-judge-hears-arguments-on-google.php (summarizing the history of
the Google Book Search proceedings in the U.S. District Court and providing access to
numerous primary documents and press releases).
98. Amended Settlement Agreement, supra note 89, art. 17.23.
99. Id. art. 17.7(a).
100. Id. art. 17.22.
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claims, disputes, or actions to enforce the Amended Settlement
Agreement shall be commenced and maintained only in the Southern
District of New York.' 0 ' The District Court did not concern itself with
recognition and enforcement of the settlement abroad and explicitly
limited future proceedings to the Southern District of New York. While
this could be interpreted to mean that recognition and enforcement is a
non-issue for the Amended Settlement Agreement, in reality, it merely
reflects a provincial perspective. The fact that the Google Book Search
has the potential to transmit the copyrighted works around the globe
makes it inevitable that the settlement will be implicated in suits in
other nations. The fact that the District Court did not appear to utilize
any of the soft law principles discussed above implies a limitation of the
persuasive value of such principles in U.S. Federal Courts.
C. France
In 2005, Google Inc. launched a French language version of Google
Book Search entitled "Google Recherch6 de Livres," which drew the
attention of the French publishing company, Martiniere Group.1 02 In
2006, along with three of their subsidiaries, Editions du Seuil,
Delachaux & Niestle, and Harry N. Abrams, the Martiniere Group
brought a copyright and trademark suit against Google Inc. and
Google.fr., Google's French language site, in the Tribunal de Grande
Instance de Paris.1 03 The Court held that a violation of the French
Intellectual Property Code had occurred.104 Thus, the Court found
Google Inc. liable for copyright infringement and rendered a judgment
against Google Inc. The damages were 300,000 C, plus attorneys' costs,
plus 10,000 E per day for each day the material was not removed from
their websites. os
Unlike the U.S. District Court, the Tribunal de Grande Instance de
Paris did consider the principles of private international law of
intellectual property in rendering a judgment against Google Inc. On its
own motion, Google Inc. challenged the jurisdiction of the French court,
but the court retained jurisdiction.106 At no point in the proceedings did
101. Id. art. 17.23.
102. Paris Judgment, supra note 86.
103. Id.
104. Id. at 21-22 (stating "[a]ny complete or partial performance or reproduction without
the consent of the author or his successors in title or assigns shall be unlawful. The same shall
apply to translation, adaptation or transformation, arrangement or reproduction by any technique
or process whatsoever").
105. Id. at 21-23, 31.
106. See Gilles Cuniberti, Google Loses in French Copyright Case, CONFLICT OF
LAWS.NET, Dec. 18, 2009, available at http://conflictoflaws.net/2009/google-loses-in-frenchcopyright-case/.
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the parties or the court consider any form of collaboration with the U.S.
proceedings.
The French court also engaged in a conflict of laws analysis to
determine whether U.S. or French law should apply to the suit. 0 7
Google Inc. raised the argument that U.S. copyright law should apply,
despite U.S. law not being the law of the forum and despite the alleged
harm occurring in France.' 0 8 The French court applied the French
common law of conflicts using a choice of law rule that the French
Cour de Cassation developed for private and criminal matters,' 09
providing that the applicable law is the place where the tort was
committed." 0 When the tort is complex, jurisdiction is determined by
assessing the place most closely connected to the tort."' The French
court ruled that the alleged infringement was a complex tort, and looked
for the various connections between the case and France, but did not
weigh them against connections with the United States." 2 The Court
concluded that the dispute was more closely connected with France."l 3
The connecting factors identified by the Court were that the books in
question were French, the plaintiffs were French, one defendant was a
French company (Google France), and the site was a dot fr site,
available in the French language." Thus, the Court found French law
applied.
Finally, while the recognition and enforcement of the French
judgment outside of France has not yet been attempted, the French court
specifically precluded Google from invoking the American settlement
in current or future proceedings.'" It remains to be seen if the French
judgment will be recognized and enforced in other nations.
IV. THE IMPLICATIONS OF THE GOOGLE BOOK SEARCH FOR THE
PRIVATE INTERNATIONAL LAW OF INTELLECTUAL PROPERTY
The decisions from France and the United States demonstrate that

while national courts may utilize certain principles of private
international law, there is no cohesive body of law that is consistently
applied. Because of this disjointed approach, it is difficult to identify
which soft law instruments and their respective provisions are effective
107.
108.
109.
110.
111.
112.
113.
114.
115.

Paris Judgment, supra note 86, at 14-15.
Id.
Id.
Id.
Id.
Id.
Id.
Id
Id at 20.
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in deciding transnational intellectual property disputes. In order to
determine the general status of these soft law principles, Part IV will
individually apply the three soft law instruments to the Google Book
Search dispute as a whole.
A. Results Under the A.L.I. Principles
Under the A.L.I. Principles, a French court would be the first court
seized and would thus have administrative responsibilities, including the
decision to coordinate or consolidate the proceedings with the U.S.
suit. 116 As a result, the U.S. District Court for the Southern District of
New York would be expected to stay their proceedings. The Tribunal de
Grande Instance de Paris would likely have retained jurisdiction under
the A.L.I. Principles because of the extent of Google Inc.'s activities in
France.' 17 However, this may be in tension with the fact that the
Defendant's residence is in the United States and the A.L.I. Principles
greatly weigh this factor in a determination of jurisdiction."' With
regard to determining applicable law, based on the level of the
connection to a particular nation, either French or U.S. law may have
been applied.1 9 Finally, the French judgment could be enforced in the
United States, because the A.L.I. Principles were used in reaching the
judgment." 0
An advantage to this approach is that the Parties would be brought
together to encourage a settlement that encompasses infringing acts in
the United States and France. Additionally, the Parties would not have
to pursue multiple litigations or enforce multiple judgments. There
would be clear standards for Google Inc. to follow, making compliance
easier.
A limitation of the A.L.I. Principles' approach is how to weigh
factors against each other. For instance, how a court should balance the
extent of activities against defendant's residence in determining
jurisdiction is not discussed. How the court should decide between
applicable laws in cases of ubiquitous infringement is also not defined
when there are equal connections to different nations. This raises the
issue of whether multiple laws could be applied and if this approach is

desirable.121

116.
117.
118.
119.
120.
121.
approach

A.L.I. Principles, supra note 16, §§ 221-22.
Id. § 321(1)(c).
Id. §§ 201, 321(1)(a).
Id. §301.
Id. §401.
Austin, supra note 2, at 914 (discussing the desirability of the single governing law
of the United States).
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B. Results Under the A.I.P.P.I. Resolution
Under the A.I.P.P.I. Resolution, the Tribunal de Grande Instance de
Paris would have been the court first seized and therefore would have
had jurisdiction over the dispute, because Google Inc. would have had a
sufficient objective connection with France through their French
language websites and offices in France.122 As a result, the U.S. District
Court would have been required to stay their proceedings. 123 The French
court, as the first court seized with jurisdiction over the dispute, would
have had the authority to make a ruling over the infringing acts in the
United States.124 Any judgment the French court reached would only be
enforceable in the United States if it received approval by U.S.
courts.125
Advantages to the A.I.P.P.I. Resolution are that the short,
declaratory provisions could be easily applied to a variety of situations.
However, a major limitation of the A.I.P.P.I. Resolution is the lack of
provisions for party autonomy. Because licensing is a primary method
of economic realization of intellectual property, and because licenses
are contracts, it seems incomplete not to provide for party autonomy.
Additionally, requiring approval by courts for territories in which
enforcement is sought may be an inefficient step and a barrier to the
flow of trade.' 26
C. Results Under the Max Planck Principles
According to the Max Planck Principles, the Tribunal de Grande
Instance de Paris as the first court seized could have ruled on infringing
behavior in France and the United States.12 7 These Principles would
likely have coordinated the French and U.S. disputes so they were heard
together because they were related proceedings.1 28 The applicable law
would be the law of the place for which protection was sought; thus, it
could be French or U.S. law.' 29 If the proceedings were heard together,
122. A.I.P.P.I. Resolution, supra note 17, art. 1, § 3; see also Paris Judgment, supra note
86, at 15.
123. A.I.P.P.I. Resolution, supra note 17, art. 4, § 1.
124. Id. art. 1, § 1.
125. Id. art. 3,§ 2.
126. See generally Yaad Rotem, The Problem of Selective or Sporadic Recognition: A
New Economic Rationalefor the Law of Foreign Country Judgments, 10 CHI. J. INT'L L. 505
(2010) (proposing a new economic rationale for recognition and enforcement of foreign
judgments and discussing the positive implications of this approach, including the suggestion
that a registration system for judgments is the most efficient measure).
127. Max Planck Principles, supranote 18, art. 3:603.
128. Id. art. 2:702(3).
129. Id. art. 3:102.
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the French court could have applied U.S. law to the U.S. dispute and
French law to the suit in France. Finally, under the Max Planck
Principles, recognition and enforcement of the Paris court's decision
should be allowed in the United States.' 30
Advantages to using the Max Planck Principles are that the French
and U.S. disputes would be heard together and hopefully result in
consistent judgments. This structure of hearing two separate disputes
concurrently may be more acceptable to a party like a U.S. corporation,
as compared to a foreign court deciding the dispute, based on their
status of the first court seized. Also, costs of adjudication would be
reduced as physical evidence and expert testimony could be shared
between the proceedings. Also, bringing the parties together in this
manner may result in a settlement that encompasses behavior in the
United States and France. Finally, although the Max Planck Principles
are more comprehensive, they lack incentives to encourage courts to use
them.
D. Implications
A potential positive result of the inconsistent treatment of Google
Book Search is that it creates room in the market for a European
competitor to challenge the monopoly that Google Inc. would have over
online, digitized books. However, it is uncertain if a competitor will
arise because digitizing projects take a long time to come to fruition.
Also, while Google Inc. will likely adapt its business model to the
inconsistent judgments and differing legal environments, not all entities
have this same capability. In particular, libraries and non-profits may be
especially vulnerable to inconsistent rulings. If alternatives to Google
Books Search cannot compete in the global economy, a monopoly may
result, affecting public access to information and potentially impeding

research.

13 1

In sum, the global dispute over Google Book Search reveals an
underdeveloped body of private international law for intellectual
property and further entrenches the principle of territoriality in the
treatment of transnational intellectual property disputes. As a result, an
130. Id. art. 4:102.
131. See Jonathan Band, A Guide for the Perplexed: Libraries and the Google Library
Project Settlement, Nov. 13, 2008, http://www.arl.orgfbm-doc/google-settlement-13novO8.pdf
[hereinafter A Guide]; see also Jonathan Band, A Guidefor the PerplexedPartII: The Amended
Google-Michigan Agreement, June 12, 2009, http://www.arl.org/bm-doc/google-michigan12jun09 [hereinafter A Guide Part II]; Jonathan Band, A Guide for the PerplexedPartIII: The
Amended Settlement Agreement, Nov. 23, 2009, http://www.arl.org/bm-doc/guide for
theperplexedpart3.pdf [hereinafter A Guide Part III] (following the modification of the
Amended Settlement Agreement in U.S. courts and discussing the implications for libraries and
research).
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unpredictable global business environment remains for copyrighted
materials. For instance, there are conflicting compliance requirements
for Google Inc. Also, access to information contained in digitized books
will vary among countries, leading to different information cultures
within jurisdictions. This will likely have implications not just for
authors, but also for researchers, consumers of copyrighted material,
and libraries around the world.132 Thus, the best hope for private
international law of intellectual property is to focus on collaboration
methods early in the proceedings.
International collaboration between courts would have many benefits
for international copyright law. For instance, utilizing methods of
collaboration early in the proceedings would promote the most efficient
method of resolving the dispute with regard to the best forum, sharing
of evidence, and consistent judgments. This approach may also bring
the parties together and encourage comprehensive settlements.
Settlements could account for infringing behavior in multiple nations
and result in clear standards. However, this approach raises an
important question: what are the incentives for courts and parties to
collaborate? While domestic courts would benefit from reduced strain
on judicial dockets, as well as avoiding strategic maneuvering and
forum shopping by the parties, this alone may not be sufficient
motivation. Additionally, parties may avoid collaboration for strategic
reasons. In the Google Book Search case, Google Inc. may have
specifically avoided this option to avoid the risk of damaging evidence
moving between courts. In reality, until there is a treaty or convention
specifically addressing the private international law of intellectual
property, there may be little incentive for courts and parties to
collaborate. However, regional collaboration that may develop, in
advance of a treaty or convention, and serve as an incentive to
international courts is the harmonization of E.U. copyright laws. 133 E.U.
policies with regard to private international law of intellectual property
and the free movement of information and knowledge may inspire the
further development of a global body of law. Increased collaboration of
courts may provide the necessary global coordination to overcome the
negative implications of territoriality as a body of private international
law of intellectual property develops.
132. See A Guide, supra note 131; A Guide Part II, supra note 131; A Guide Part III,
supra note 131.
133. European Commission, Copyrights and NeighbouringRights in the Internal Market,
http://ec.europa.eu/internal market/copyright/indexen.htm (last visited Mar. 11, 2011); see
generally Commission Green Paper on Copyright in the Knowledge Economy, COM (2008)
466/3, available at http://ec.europa.eu/intemal market/copyright/docs/copyright-infso/green
paper en.pdf (addressing the exceptions and limitations of European Community Directives on
copyrights and their potential evolution as the knowledge economy expands).
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V. CONCLUSION
While the global trend is to consider copyright as a territorially
confined body of law, the growth of the cyberspace environment, new
technologies, and global trade in copyrighted materials have increased
infringing behavior. Courts, legislatures, authors, and global businesses
are forced to consider whether the traditional principle of territoriality
still serves the interests of domestic copyright law. The private
international law of intellectual property may need to expand upon
territoriality to create a global economy for copyrighted materials as the
global dispute regarding Google Book Search has exposed the
shortcomings of the current system of private international law of
intellectual property. This Article has argued that through antithetical
judgments and settlements, the Google Book Search dispute further
entrenches the principle of territoriality in the treatment of intellectual
property in transnational disputes, forestalling the development of a
cohesive body of law. However, the best way forward in this legal
environment is increased cooperation and consolidation of cases by
courts. This approach may be tested in the near future (e.g., in a suit
recently filed in China by an author whose book was scanned without
her permission 3 4 ). More litigation is emerging and may provide
additional insight into the development of a private international law of
intellectual property.

134. Chinese Author Mian Mian Files Copyright Lawsuit Against Google, GLOBAL TIMES,
Dec. 29, 2009, availableat http://language.globaltimes.cn/bilingual/2009-12/495191.html.

